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1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 3/19/09 
has been entered. 

2. Claims 1-2, 4-17, 19-30 are rejected under 35 U.S.C. 112, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject 
matter which was not described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor(s), at the time the application 
was filed, had possession of the claimed invention. The specification as originally filed 
does not provide support for the limitation that the continuous phase comprises 
amorphous polymers, that the continuous phase comprises one or more non- 
chlorinated cationic polymer (claims 17, 29), or that the cationic polymers comprise at 
least one cationic functional group or wherein the continuous phase has an overall 
cationic charge. The specification does not state whether the polymers are amorphous, 
crystalline or semi crystalline, does not contain the negative limitation regarding non- 
chlorinated cationic polymers, does not refer to cationic functional groups or to the 
polymer being a cationic polymer. The specification does state that preferred polymers 
comprise cationic groups, (paragraph 061). The specification at paragraph 0060 states 
that the "the choice of polymers that are generally cationic in nature" is taught in order to 
repel positively charged ions and particles in the water. However, this is not the same 
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as having a cationic charged or having cationic functional groups or an overall cationic 
charge. 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

4. Claims 1-2, 4-11, 25 are rejected under 35 U.S.C. 102(b) as anticipated by or, in 
the alternative, under 35 U.S.C. 103(a) as obvious over Sterman et al, U.S. Patent no. 
3,493,461 . Sterman discloses a fibrous substrate such as fiber glass which is coated 
and impregnated with a polyvinyl chloride thermoplastic resin. It is noted that table 3 
indicates that PVC resin has the claimed solubility parameters. Therefore, it is 
reasonable to presume that the PVC of Sterman would have the claimed properties. 
With regard to the intended use as an evaporative cooler, a recitation of the intended 
use of the claimed invention must result in a structural difference between the claimed 
invention and the prior art in order to patentably distinguish the claimed invention from 
the prior art. If the prior art structure is capable of performing the intended use, then it 
meets the claim. In the instant case, since the claimed structures are the same, the 
structure of Sterman would be capable of use as an evaporative cooler. It is further 
noted that the recitation is found only in the preamble. A preamble is generally not 
accorded any patentable weight where it merely recites the purpose of a process or the 
intended use of a structure, and where the body of the claim does not depend on the 
preamble for completeness but, instead, the process steps or structural limitations are 



Application/Control Number: 10/828,893 Page 4 

Art Unit: 1794 

able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 1976) and 
Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 
5. Claims 1-2, 13, 17, 19-30 are rejected under 35 U.S.C. 102(b) as anticipated by 
or, in the alternative, under 35 U.S.C. 103(a) as obvious over Nose et al, U.S. Patent 
No. 5,068,142. Nose et al discloses a material comprising a fibrous material which is 
impregnated with a thermoplastic resin composition . The thermoplastic resin 
composition can be polyamides, polyacrylates, polyacetals, polyacrylontrile, 
polycarbonates, polystyrenes, polyetherimides, etc. See col. 4, lines 20-31 . The resin 
can further comprise additives such as pigments which would correspond to the claimed 
second phase. See col. 4, lines 49-54. With regard to the claimed properties and 
solubility parameters, etc., the specification discloses these resins as having suitable 
non polar solubility parameter, the polar solubility parameter, the hydrogen bond 
solubility parameter, the surface tension, interfacial tension, (see for example the 
discussion at Table 3 regarding polyacrylates. Therefore, since Nose discloses the 
same materials, it is reasonable to presume that the materials of Nose would meet the 
claimed property limitations. When the reference discloses all the limitations of a claim 
except a property or function, and the examiner cannot determine whether or not the 
reference inherently possesses properties which anticipate or render obvious the 
claimed invention but has basis for shifting the burden of proof to applicant as in In re 
Fitzgerald, 619 F.2d 67, 205 USPQ 594 (CCPA 1980). See MPEP § § 2112- 2112.02. 
Since Nose et al discloses a fibrous material impregnated with the resins set forth in the 
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specification, it is reasonable to expect that these resins have the same properties as 
the claimed resins. 

6. With regard to the intended use as an evaporative cooler, a recitation of the 
intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. In the instant case, since the claimed structures 
are the same, the structure of Nose would be capable of use as an evaporative cooler. 
It is further noted that the recitation is found only in the preamble. A preamble is 
generally not accorded any patentable weight where it merely recites the purpose of a 
process or the intended use of a structure, and where the body of the claim does not 
depend on the preamble for completeness but, instead, the process steps or structural 
limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 
1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 
7. 

8. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-2, 4-17, 19-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over JP 09141023. JP '023 discloses a filter material comprising a fibrous 
material such as fiber glass and a thermoplastic binder. The thermoplastic binder is 
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cationic and can be an acrylic ester copolymer, polyamide, fluoro-resin, etc. See 
paragraph 0015 of the machine translation. The specification discloses such resins as 
having suitable non polar solubility parameter, the polar solubility parameter, the 
hydrogen bond solubility parameter, the surface tension, interfacial tension, (see for 
example the discussion at Table 3 regarding polyacrylates. Therefore, since JP '023 
discloses the same materials, it is reasonable to presume that the materials of JP '023 
would meet the claimed property limitations. When the reference discloses all the 
limitations of a claim except a property or function, and the examiner cannot determine 
whether or not the reference inherently possesses properties which anticipate or render 
obvious the claimed invention but has basis for shifting the burden of proof to applicant 
as in In re Fitzgerald, 619 F.2d 67, 205 USPQ594 (CCPA 1980). See MPEP § § 2112- 
21 12.02. With regard to the intended use as an evaporative cooler, a recitation of the 
intended use of the claimed invention must result in a structural difference between the 
claimed invention and the prior art in order to patentably distinguish the claimed 
invention from the prior art. If the prior art structure is capable of performing the 
intended use, then it meets the claim. In the instant case, since the claimed structures 
are the same, the structure of Sterman would be capable of use as an evaporative 
cooler. It is further noted that the recitation is found only in the preamble. A preamble 
is generally not accorded any patentable weight where it merely recites the purpose of a 
process or the intended use of a structure, and where the body of the claim does not 
depend on the preamble for completeness but, instead, the process steps or structural 
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limitations are able to stand alone. See In re Hirao, 535 F.2d 67, 190 USPQ 15 (CCPA 
1976) and Kropa v. Robie, 187 F.2d 150, 152, 88 USPQ 478, 481 (CCPA 1951). 

10. Claims 14-16 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Nose et al, U.S. Patent No. 5,068,142. Nose et al discloses a fibrous material 
impregnated with a thermoplastic resin as set forth above. Nose et al differs from the 
claimed invention because it does not clearly set forth the claimed amounts of fibrous 
material and resin. However, it would have been obvious to one of ordinary skill in the 
art to have selected suitable amounts of fiber and resin in order to provide a material 
having the desired strength, etc. 

1 1 . Applicant's arguments filed 10/21/08 have been fully considered but they are not 
persuasive. Applicant argues that since polymers can be amorphous or crystalline that a 
specification which is silent as to whether the particular polymers employed are 
amorphous or crystalline can be relied on to provide support for an amendment to the 
claims limiting the polymer to an amorphous material. This argument is not persuasive. 
The fact that a particular material may have various different characteristics does not 
provide sufficient support for specifically reciting that the material has that particular 
characteristic. A fiber can have many lengths, but a specification which was silent as to 
fiber length could not then be relied on for support for a claim recitation of a particular 
length. The specification does not set forth the invention to convey to one skilled in the 
art that the particular polymer claimed was an amorphous polymer. Applicant argues 
that the person of skill in the art would know that polymers can be amorphous, semi- 
crystalline or crystalline. However, the issue is not whether thermoplastic polymers 
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would be known to the person of skill in the art as being one of amorphous, semi 
crystalline or crystalline. The issue is whether the specification reasonably conveys to 
the person skilled in the art that the continuous phase consists essentially of an 
amorphous cationic polymer. There is nothing on the record which shows that it does. 

12. If Applicant contends that the discussion in the specification of particular 
parameters such as solubility parameters, etc. would establish that the polymers 
disclosed are amorphous to a person of skill in the art, Applicant needs to set forth why 
this is the case from scientific reasons, citations to pertinent data, etc. 

13. Applicant's citation regarding thermoplastic polymers in general does not 
establish that in particular the person of skill in the art would have recognized the 
polymers set forth in the specification as amorphous rather than semi crystalline or 
crystalline. Therefore, the rejection is maintained. 

14. Applicant's arguments that the specification provides support for overall cationic 
charge are not persuasive. The specification provides support for positively charged 
groups and polymers but not for the limitation for the overall cationic charge. The 
citation to the IUPAC Compendium provided by Applicant states that a cationic polymer 
is a polymer composed of positively charged macromolecules and equivalent amount of 
counter anions. That does not indicate that the overall charge would be positive. The 
citation provided refers to a material having an overall positive charge as a 
polyelectrolyte. The specification does not disclose polyelectrolytes. The specification 
discusses at paragraph 0060 of the published application that the polymers can be 
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generally cationic in nature. The specification does not disclose an overall cationic 
charge. Therefore, the rejection is maintained. 

1 5. With regard to Polovina, Applicant's arguments are persuasive in view of the 
amendments to the claims and Declarations. New art rejections are set forth above. 

16. The Declarations of Mr Galen Hartman under 37 CFR 1.132 filed 3/19/09 are 
sufficient to overcome the rejection of claims based upon Polovina, since the 
Declarations state that the structure of Polovina is thermosetting, not thermoplastic and 
since the Declarations state that the hydrogen bond solubility parameter of the Polovina 
reference is 12-24, while the instant claims recite a hydrogen bond solubility parameter 
of 0-7. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth M. Cole whose telephone number is (571) 
272-1475. The examiner may be reached between 6:30 AM and 6:00 PM Monday 
through Wednesday, and 6:30 AM and 2 PM on Thursday. 

The examiner's supervisor Rena Dye may be reached at (571) 272-3186. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



The fax number for all official faxes is (571) 273-8300. 



/Elizabeth M. Cole/ 

Primary Examiner, Art Unit 1794 
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